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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, including tine fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on January 
5, 2009 has been entered. 

Response to Arguments 

Applicant's arguments with respect to the claims have been considered but are 
moot in view of the new ground(s) of rejection. 

Ciaim Objections 

Claims 1 -4, 7-11,1 8-20 and 23 are objected to because of the following 
informalities: 

Claim 1 is objected to because "the image sensor" at line 9 lacks antecedent 

basis. 

Appropriate correction is required. 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the phor art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary sl^ill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of 

the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 

the various claims was commonly owned at the time any inventions covered therein 

were made absent any evidence to the contrary. Applicant is advised of the obligation 

under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 

not commonly owned at the time a later invention was made in order for the examiner to 

consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 

prior art under 35 U.S.C. 103(a). 

Claims 1-4, 11 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Hidaka et al. (US Patent No. 6,095,970) - herein referred to as Hidaka - in view of 
Kislev et al. (WO 00/76391 ) - herein referred to as Kislev. Hidaka discloses an 
endoscope including an insertion tube which is inserted into a human body (see 
Abstract). The second embodiment of Hidaka - found at column 6, line 1 through 
column 7, line 49 and illustrated in Figures 5 and 6 - describes a unit body 
accommodating an object optical system (i.e., lenses) and a CCD (i.e., an imager). The 
object optical system is covered by a view window 21 1 (which is dome-shaped) 
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disposed at the front end of the unit body. This embodiment also has a first and second 
channel 238 and 239 that line up to allow a medical instrument to pass through to the 
exit opening into the patient. An exemplary medical instrument is forceps. However, 
this second embodiment fails to teach an illumination source. Several of the other 
embodiments of Hidaka teach an illumination source being fed through the channel 
which in the second embodiment is used for the medical instrument. However, this 
would not allow a medical instrument to be used in a procedure while illumination is 
provided, thereby defeating the second embodiment all together. Kislev teaches an 
optical system for illuminating and viewing a target in which an illumination element and 
a receiving element are disposed behind a single optical window {see Abstract). Page 
1 , lines 18-19 of Kislev teaches, "examples of such optical systems can be found in 
diagnostic apparatuses such as endoscope devices." It would have been obvious to 
one of ordinary skill in the art at the time the invention was made to use an illuminating 
element behind the same optical window as the imager, as taught by Kislev, in the 
endoscope of Hidaka, because these optical systems (i.e., a single optical window) 
have advantageous (page 2, line 1 of Kislev). In diagnostic apparatuses, especially 
those meant to be inserted into body orifices, having a single optical window is 
advisable for hygienic and practical considerations (page 2, lines 8-10 of Kislev). 
Furthermore, it would allow a medical instrument, such as forceps, to be used in the 
second embodiment of Hidaka while illumination and imaging is taking place, thereby 
allowing the surgeon to view the area which is being operated on by the forceps. 
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Regarding claim 2, Hidaka teaches a manipulator is connected to a controller unit 
at the non-inserted end to control the medical instrument (column 3, lines 51-55). 

Regarding claim 3, Hidaka teaches that the tool is made of plastic such as 
tetrafluoroethylene or Derlin (column 7, lines 42-43). 

Regarding claim 4, Hidaka's example of a medical instrument is forceps (column 
7, line 3). 

Regarding claim 11, Hidaka teaches a first and second channel 238 and 239 that 
line up to allow a medical instrument to pass through to the exit opening into the patient. 

Claims 7-10, 18-20 and 23 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Hidaka in view of Kislev as applied to claim 1 above, and further in 
view of Ueda et al. (US Patent No. 5,681 ,260) - herein referred to as Ueda. Hidaka in 
combination with Kislev is previously described. However, neither of these two 
references explicitly state that an LED is used or teach wirelessly transmitting data. 
Ueda discloses a guiding apparatus for guiding an insertable body within an inspected 
object. Ueda, similarly to Hidaka, teaches an endoscope with a functional unit. It would 
have been obvious to one of ordinary skill in the art at the time the invention was made 
to incorporate a wireless transmission unit, as taught by Ueda, in the device of Hidaka 
as a functional equivalent to providing a hardwire link. Ueda explicitly states, "Said 
control apparatus comprises a transmitting and receiving part transmitting and receiving 
signals with or without wires (column 18, lines 27-38; emphasis added). 
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Regarding claims 7 and 23, one embodiment Ueda teaches an LED is utilized as 
the illumination device powered by a battery {see column 18, lines 9-27 and Figure 27). 

Regarding claims 8-10, Ueda teaches that information and instruction can be 
sent wirelessly between the device and the controlling apparatus (column 18, lines 27- 
38). 

Regarding claims 18-20, Ueda teaches that information can be passed to and 
from the device via a transmitter and a receiver (column 18, lines 18-20). Within the 
process circuit, there is a memory unit, as described in column 24, lines 35-47. The 
system illustrated in Figure 1(a) comprises monitor 7. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JAMES KISH whose telephone number is (571)272- 
5554. The examiner can normally be reached on 8:30 - 5:00 ~ Mon. - Fri.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Brian Casler can be reached on 571-272-4956. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
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you have questions on access to tine Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/BRIAN CASLER/ 

Supervisory Patent Examiner, Art 

Unit 3737 

JMK 



